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Examiner 

Joyce Tung 


Art Unit 

1637 





Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 l\^ONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- ^>;^ensions of time^^ be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. ' ^ / 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days wilt be considered timely 

' F^.u^r^^^^^^^ IS specified above the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C 5 133) 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent ternn adjustment. See 37 CFR 1.704(b). ^. ii.ay .wmw? any 

Status 

1 )I3 Responsive to communlcation(s) filed on 26 October 2004 . 
2a)|EI This action Is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 1-136 is/are pending in the application. 

4a) Of the above claim(s) 1-43A8-54.59-6t66-119 and 124-1 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) |EI Claim{s) 44-47. 55-58, 62-65 and 120-123 is/are rejected. 

7) D Claim(s)_ is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification Is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)^ accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1,1 21(d). 
1 1 )□ The oath or declaration is objected to by the Examiner, Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.G. § 1 1 9 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 

* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) n Notice of References Cited (PTO-892) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) n Infonnation Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 
Paper No(s)/Mall Date . 



4) □ Intemew Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Infomial Patent Application (PTO-1 52) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 
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DETAILED ACTION 

The applicant's response filed 10/26/2004 to the Office action has been entered. Claims 1-136 
are pending. Claims 44-47, 55-58, 62-65 and 120-123 are examined. 

1 . Claims 55-58, 62-65 and 120-123 are rejected under 35 U.S.C. 1 12, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
apphcation was filed, had possession of the claimed invention. 

The specification discloses SEQ ID NO: 14 which represents the first complete genomic 
sequence of porcine CD 151 and which is non-simian CD 151 (See the specification, pg. 9, lines 
15-20). Claims 55-58, 62-65 and 120-123 are directed to encompass sequences, which 
correspond from other species, mutated sequences, and allelic variants, splice variants, sequences 
that have a recited degree of identity (similarity, homology), and so forth. None of these 
sequences meet the written description provision of 35 USC 1 12, first paragraph. The 
specification provides insufficient written description to support the genus encompassed by the 
claim. 

Vas-Cath Inc. v. Mahurkar, 19 USPQ2d 1111, makes clear that "applicant must convey 
with reasonable clarity to those skilled in the art that, as of the filing date sought, he or she was 
in possession of the invention. The invention is, for purposes of the 'written description' inquiry, 
whatever is now claimed. " (See page 1117.) The specification does not "clearly allow persons 
of ordinary skill in the art to recognize that [he or she] invented what is claimed." (See Vas-Cath 
at page 1116.) 

Therefore, only SEQ ID NO: 14, but not the fiiU breadth of the claim (or none of the 
sequences encompassed by the claim) meets the written description provision of 35 USC 112, 
first paragraph. The species specifically disclosed are not representative of the genus because 
the genus is highly variant. Apphcant is reminded that Vas-Cath makes clear that the written 
description provision of 35 USC 1 12 is severable firom its enablement provision. (See page 
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1115.) 

The response argues that two DNA sequences can have less than 100% sequence 
homology, but still express a protein having the same function and the use of percentage 
sequence homologies to define the invention takes into account natural variations in DNA 
sequences that still code for proteins identifiable as CD 151. However, the limitations discussed 
herein are not in the claim. Thus, the rejection is maintained. 

2. Claims 44-47 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which apphcant regards as 
the invention. 

a. Claims 44-47 are vague and infinite because it is unclear what is the nucleic acid 
sequence, which codes CD 151 since phrase "CD 151" is an arbitrary name. It is 
suggested that the amino acid sequence identifier for CD151 be added to the claims. 
The response argues that CD151 is defined in the specification as being a designation for 

the tetraspan molecule Platelet Endothehal Tetraspan Antigen-3, and clarified as being an RNA 

binding protein on the surface of animal cells. However, these proteins are examples of CD151. 

It is still unclear what is the nucleic acid sequence, which codes CD 151. Thus, the rejection is 

maintained. 

Summary 

3. No claims are allowable. 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 



Application/Control Number: 10/058,597 Page 
Art Unit: 1637 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

5 . Any inquiries concerning this communication or earlier communications from the 
examiner should be directed to Joyce Tung whose telephone number is (571) 272-0790. The 
examiner can normally be reached on Monday-Friday from 8:00 AM-4:30 PM. 

If attempts to reach the examiner by telephone are unsuccessftil, the examiner's 
supervisor, Gary Benzion can be reached at (571) 272-0782 on Monday-Friday from 10:00 AM- 
6:00 PM. 

Any inquiries of a general nature or relating to the status of this apphcation should be 
directed to the Chemical/Matrix receptionist whose telephone number is (703) 308-0196. 

6. Papers related to this apphcation may be submitted to Group 1 600 by facsimile 



transmission. Papers should be faxed to Art Unit 1 637 via the PTO Fax Center located in Crystal 
Mall 1 using 571 272-8300. The faxing of such papers must conform with the notice published in 



the Official Gazette, 1096 OG 30 (November 15, 1989). 




Joyce TungT-f 
January 5, 2005 



KENNETH RHORUCK, PHD 
PRIMARY EXAMINER ' 



